United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/717,504 



11/21/2003 



25944 7590 05/26/2006 

OLIFF & BERRIDGE, PLC 
P.O. BOX 19928 
ALEXANDRIA, VA 22320 



Shuichi Miura 



117803 



7615 



EXAMINER 



THOMAS, JAISON P 



ART UNIT 



PAPER NUMBER 



1751 

DATE MAILED: 05/26/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 

ViMvv #■ w H \X ■ f WWII If IIMf IT 


Application No. 

10/717,504 


Applicant(s) 
MIURA, SHUICHI 


Examiner 
Jaison P. Thomas 


Art Unit 

1751 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213, 

Disposition of Claims 

4) E3 Claim(s) 1-6 and 8-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 8 and 9 is/are allowed. 

6) [3 Claim(s) 1-6,10 and 11 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 

2) O Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 2/2006 and 4/2006 . 



A) □ Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060512 



Application/Control Number: 10/717,504 Page 2 

Art Unit: 1751 

DETAILED ACTION 
Response to Amendment 

1. In response to the paper filed 3/17/2006, Claims 2, 3, 5, 6 are original and remain 
unchanged, Claims 1, 4, 8, 9 are amended, Claim 7 is canceled, and Claims 10 and 1 1 
are new. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamazaki (4,696,764). 

Yamazaki teaches a electrically conductive adhesive composition using both 
"abrasive grain-like electrically conductive particles" which include particles of nickel 
and nickel alloy (refer to table in Column 5) as well as "electrically conductive fine 
particles" where particle diameters "in the range of 10" 4 to 0.5 micrometer may be used" 
(refer to Column 5, line 55). These fine particles include tin oxide (refer to table in 
Column 6). Note tin oxide has a melting point of 1630°C. Also Yamazaki teaches 
usage of the fine particles in the weight ranges of 0.2 to 20% "preferably 1 to 15% by 
weight" (refer Column 6, lines 20-21). Yamazaki further teaches the use of a resin and 
a solvent for the resin wherein the disclosed "electrically conductive particles" are 
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"incorporated and dispersed" in the resin (refer Column 21, lines 21-45). Yamazaki also 
teaches "fine particles" with the same size ratios to the "abrasive grain-like electrically 
conductive particles" as described in Claim 3. The weight range limitation of Claim 4 
has been discussed above and the tin oxide particles disclosed in Yamazaki possess 
BET values and the melting points required of Claim 4. All claim limitations of Claim 5 
have been discussed above. With respect to Claim 6, the tin oxide particles and nickel 
particles disclosed in Yamazaki possess the BET ratios required in Claim 6. 
The reference is anticipatory. 

Response to Arguments 

4. Applicant's arguments, in regards to Claims 1-6, filed 3/17/2006 have been fully 
considered but they are not persuasive. Applicant's attention is directed to the fact that 
the compositions disclosed by Yamazaki (US Patent No. 4,696,764) contain the same 
components as required by Claims 1-6 and therefore are capable of performing the 
same functions as required by the instant claims. The addition of the "multilayer" 
element in amended Claims 1 and 4 are located in the preamble of the instant claims 
and therefore are not given patentable weight. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-6, 10 and 11 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Shuzo et al. (Japanese Patent Application Publication No. 04- 

043504). 

The following citations are taken from the provided English language translation 
of the application publication abstract as well as human translation provided by STIC 
Translation Services. 

Shuzo teaches a paste for an inner electrode of laminated ceramic capacitor 
wherein the paste is comprised of a palladium metal powder which is coated by an 
oxide particle selected from the group comprised of silicon, aluminum, magnesium, and 
cobalt wherein the oxide particle is in colloidal solution form. The disclosed coated 
particles are distributed in an "organic vehicle." The metal oxide is present at to 1 to 5 
weight percent in relation to the amount of the palladium powder (Abstract). The 
reference also teaches embodiments of the invention including silicon oxide particles 
wherein the silicon oxide particles have particle sizes ranging from 10 to 20 nm (pg. 17, 
upper right hand column, Embodiment 1, line 11). 

Shuzo is relied upon as discussed above, however, Shuzo does not teach the 
the specific particle sizes of the magnesium or aluminum oxide particles, the relative 
sizes of the metal oxide and metal particles, BET values, BET value ratio between the 
metal oxide and metal particles, or melting points for the metal oxides. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made that based on the interchangability of the metal oxides as 
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suggested by the reference, it would have been obvious that the magnesium or 
aluminum oxide particles would have particle sizes similar to those disclosed in the 
preferred embodiments containing silicon oxide particles. It is notoriously well known in 
the art that the metal oxides taught in Shuzo would exhibit BET values and melting 
points as required by the instant claims therefore does not patentably distinguish the 
claims over the prior art of record. Further, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to optimize the said BET 
values and metal oxide particle sizes of Shuzo through routine experimentation for best 
results. As to optimization results, a patent will not be granted based upon the 
optimization of result effective variables when the optimization is obtained through 
routine experimentation unless there is a showing of unexpected results which properly 
rebuts the prima facie case of obviousness. See In re Boesch, 617 F.2d 272, 276, 205 
USPQ 215, 219 (CCPA 1980). See also In re Woodruff, 919 F.2d 1575, 1578, 16 
USPQ2d 1934, 1936-37 (Fed. Cir. 1990), and In re Alter, 220 F.2d 454, 456, 105 USPQ 
233,235 (CCPA 1955). 

It is noted that the Shuzo reference cited above was disclosed in the Information 
Disclosure Statement dated 2/23/2006. The IDS was not accompanied by a 1 .97(e) 
statement and therefore this action is made final. 



7. 



Allowable Subject Matter 

Claims 8 and 9 are allowable over the prior art of record. 
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8. The following is a statement of reasons for the indication of allowable subject 
matter: the prior art does not teach nor does it reasonably suggest a ceramic electronic 
component wherein a conductive layer formed on the component is comprised of metal 
particles and metal oxide particles selected from the Markush group of claimed oxides 
and wherein the oxide particles have the specific physical properties. 



Final Rejection 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicants' disclosure. The references are considered cumulative to or less material 
than those discussed above. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaison P. Thomas whose telephone number is (571) 

272- 8917. The examiner can normally be reached on Mon-Fri 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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